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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-18 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it Is most nearly connected, to make and/or use the 
invention. The applicant fails to fully describe the mathematical process as to how a 
default system is determined. 

The specification only discloses that a mathematical process of, "...multiplying 
the segment variable, inventory variable, and, where applicable, performance variable 
for each decision required in providing the default offeririg," but fails to actually show 
and give an example of how this process is carried out. Moreover, the applicant 
discloses that a default offering would be offered, but then discloses, "... If multiple 
default offerings are to be provide3d, then lower scores may be made part of the other 
default offerings. Thus, the default offerings can be built component by component in 
step 166." If the customer would have to end up choosing their components piece by 
piece what would the point be in providing a default offer when there can be more than 
one offer. 
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Furthermore, the applicant discloses that all that must be done to have a default 
offer is to multiply two variables (or 3 if applicable) and using the highest score as a 
means to provide a default offer. However, the applicant fails to disclose how to 
distinguish multiple high scores from one another. Specifically, how would the system 
deal with the following scenario? 

a. segment variable = 0.1 ; inventory variable = 1 .0; and performance variable = 
1.0 

b. segment variable = 1.0; inventory variable = 1.0; and performance variable = 
0.1 

in which the scores would be the following: 

a. 1.0 

b. 1.0 

As it can be seen both scores are equal to each other yet both would produce 
two completely different systems. Further still, the applicant does not disclose how 
business segments would be treated for different business, i.e. game development vs. 
school administration. The current system does not show any indication of how this 
would be dealt. A game development business would want to focus more on high-end 
video cards, memory, and etc. while the school administration would want to focus more 
on a simple business that has high security, but in no need of the high-end hardware 
needed by the game developers. The current system would put a burden upon the 
customer in that they would need to research all the components on their own since the 
"rating" provided by the applicant is not useful. 
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3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01 . The omitted steps are: In regard to claims 1 and 10, the 
applicant has failed to include the essential steps of: 

a. Providing the plurality of business segments to the customer; and 

b. Providing the plurality of performance variables to the customer. 
Furthermore, the applicant only "allows" a user to select at least one business segment 
and at least one performance level, but no selection has been made. As a result, how 
would a default offering based on at least one business segment and at least on 
performance level be made if no selection has been made. 

5. Claim 1 recites the limitation "the plurality of business segments*' in line 4 of 
claim 1. There is insufficient antecedent basis for this limitation in the claim. 

6. Claim 1 recites the limitation "the plurality of components" in line 7 of claim 1. 
There is insufficient antecedent basis for this limitation in the claim. 

7. Claims 3 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In regards to claim 1, the step for dynamically 
detemiining the default offering is based on at least one performance variable and at 
least one business segment variable; yet in claims 3 and 4, the default offering is 
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determined based on at least one segment variable and at least one performance 
variable. Claims 3 and 4 contradict the dynamically determining process of claim 1. 

8. Claims 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The applicant is claiming to only provide "...a portion of the 
plurality of business segments to the customer." However, the applicant does not 
disclose how much a portion is. Moreover, if only a portion is being provided then how 
would a default offering be provided when all the options are not being provided to the 
customer? Furthermore, providing the plurality of business segments to the customer is 
an essential step that must be included in claim 1 in order to provide the default 
offering. 

9. Claim 6 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Providing the plurality of business segments to the customer 
is an essential step that must be included in claim 1 in order to provide the default 
offering. 

10. Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The applicant is claiming to only validate "...a portion of the 
plurality of components against an inventory to determine whether the portion of the 
plurality of components is available." However, the applicant does not disclose how 
much a portion is. Moreover, if only a portion is being provided then how would a 
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default offering be provided wlien all the options are not being provided to the 
customer? Furthermore, if only a portion of the plurality of components is being 
validated what happens to the rest of the components? Would that not affect the quality 
of the service that is being provided for the customer? 

1 1 . Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The applicant is claiming whether only a portion of the 
plurality of components is available. However, the applicant does not disclose how 
much a portion is. Moreover, if only a portion is being provided then how would a 
default offering be provided when all the options are not being provided to the 
customer? 

12. Claims 12 and 13 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In regards to claim 10, the step for 
dynamically detemnining the default offering is based on at least one performance 
variable and at least one business segment variable; yet in claims 12 and 13, the 
default offering is determined based on at least one segment variable and at least one 
performance variable. Claims 12 and 13 contradict the dynamically detemnining 
process of claim 10. 

13. Claims 14 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The applicant is claiming to only provide "...a 
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portion of the plurality of business segments to the customer." However, the applicant 
does not disclose how much a portion is. Moreover, if only a portion is being provided 
then how would a default offering be provided when all the options are not being 
provided to the customer? Furthermore, providing the plurality of business segments to 
the customer is an essential step that must be included in claim 10 in order to provide 
the default offering. 

14. Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Providing the plurality of business segments to the customer 
is an essential step that must be included in claim 10 in order to provide the default 
offering. 

15. Claim 16 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The applicant is claiming to only validate "...a portion of the 
plurality of components against an inventory to determine whether the portion of the 
plurality of components is available." However, the applicant does not disclose how 
much a portion is. Moreover, if only a portion is being provided then how would a 
default offering be provided when all the options are not being provided to the 
customer? Furthermore, if only a portion of the plurality of components is being 
validated what happens to the rest of the components? Would that not affect the quality 
of the service that is being provided for the customer? 
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16. Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The applicant is claiming whether only a portion of the 
plurality of components is available. However, the applicant does not disclose how 
much a portion is. Moreover, if only a portion is being provided then how would a 
default offering be provided when all the options are not being provided to the 
customer? 

Claim Rejections - 35 USC § 101 

17. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

18. Claims 1-18 are rejected under 35 U.S.C. 101 because the number assigned 
to the segment variables are subjective and, therefore, fails to produce a "concrete" 
result. Usually, this question arises when a result cannot be assured. In other words, 
the process must have a result that can be substantially repeatable or the process must 
substantially produce the same result again. In re Swartz . 232 F.3d 862, 864 (Fed. Cir. 
2000) (where asserted result produced by the claimed invention is "irreproducible" claim 
should be rejected under section 101). The opposite of "concrete" is unrepeatable or 
unpredictable. Resolving this question is dependent on the level of skill in the art. For 
example, if the claimed invention is for a process which requires a particular skill, to 
detemiine whether that process is substantially repeatable will necessarily require a 
determination of the level of skill of the ordinary artisan in that field. An appropriate 
rejection under 35 U.S.C. § 101 should be accompanied by a lack of enablement 
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rejection under 35 U.S.C. § 1 12, paragraph 1 , because the invention cannot operate as 
intended without undue experimentation. See infra. 

The examiner understands the specifications as a person choosing these 
numbers and, as a result, will produce different results. Several people would have 
different views as to what is important and essential to a system and would assign 
different values based on their views. In order to have a system as disclosed by the 
applicant a programmer would have to input the values of each of the components. 
However, the views of what these values should be are subjective based on the 
individual(s) past experience and current knowledge base. 

Furthermore, a customer who has extensive experience in computer systems 
would not always agree with what the vendor has displayed as a value to each of these 
components. In the event that a computer must be built for a business that requires 
extensive graphics there would be different views on what components would be best 
for the type of business. For example, a company that uses engineering software such 
as AutoCAD/SolidWorks would require a video card and processor tailored for 3D 
engineering, a game developer would require a different video card and processor for 
the rendering of video games, and a company specializing in movie development would 
require a different video card and processor for the rendering of movies. How would the 
system be able to inform the consumer that Radeon would be a superior video card 
over a GeForce and, further still, what brand of each video card would be best for a 
given situation? As it can be seen, the applicant fails to disclose how the system would 
handle these situations and, as a result, would not produce a consistent default offer if 
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the only options that are given for a business segment variable are commercial, small 
business, or individual consumers. 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 1 - 9, 10 - 18, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Henson (US Patent 6,167,383) in view of Lynch-Freshner et al. (US 
Patent 5,668,997). 

In regards to clainfi 1 , Henson discloses a method for a configuration system that 
allows a user to select the type of business that the computer will be used for, i.e. 
home/personal use (Column 1 1 Lines 63 - 67) or a business user (Column 13 Lines 6 - 
17, 29 - 33). Moreover, Henson discloses that the user has the option of selecting 
several types of configuration options, such as the desired performance level of the 
desired system (Figures 3, 4, and 5) and is presented with merchandising 
recommendations, such as generic text about a particular product, feature, and/or 
option (Column 7 Lines 22 - 29). Furthermore, before the user is presented with the 
configuration menu the online store that Dell offers provides the user with information of 
the system and the several default configurations of the chosen system based on the 
business segment provided by the consumer 

(http.7/web.archive.orq/web/200Q051 1 045940/www.dell.com/us/en/dhs/products/line de 



Application/Control Number: 10/020,752 Page 11 

Art Unit: 3629 

sktops.htm 

http://web.archive.orq/web/2000051 1 074752/www.dell.com/us/en/dhs/Droducts/series d 
imen desktops.htm 

http://web.archive.ora/web/2000061 81 94040/www.dell.com/us/en/dhs/offers/offer 3x of 
fer02.htm) . However, Henson does not teach a dynamic system in which the 
information regarding the business segment and performance level is used to present 
the user with a default system. However, Lynch-Freshner does teach a server that 
accepts parameters from a client and produces a window in accordance with the 
parameters with the use of a program, such as C++ (Column 4 Lines 60 - 66, Column 8 
Lines 1 - 8). Therefore, it would have been obvious to one having ordinary skill in the 
art at the time of the invention in view of the teaching of Lynch-Freshner to modify 
Henson to include a dynamic system of receiving parameters, such as a business 
segment and performance level, from a user and producing a window in accordance 
with the parameters, such as a default system based on the selected business segment 
and performance level. 

In regards to claims 2 and 11, Henson discloses, "In accordance with the online 
store of the present disclosure, upon a recognition of who a particular customer is (e.g., 
or in what customer set), the online store takes out the unrelated options and 
departments, and does not present them to the customer as options for the customer 
(Column 13 Lines 29-34)." 

In regards to claims 3-4 and 12-13, in order for the system described In 
Lynch-Freshner, some type of computational calculation must be made in order to 
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present a user with a window that will be in accordance with the parameters that are 
received from the client. Moreover, Lynch-Freshner discloses a concept of 
polymorphism with the use of a C++ compiler, "...which allows objects and functions 
which have the same overall format, but which different data, to function differently in 
order to produce consistent results. For example, an addition function may be defined 
as variable A plus variable B (A+B) and this same format can be used whether A and B 
are numbers, characters or dollars and cents (Column 7 Lines 56 - 62)." 

In regard to claims 5-6 and 14 - 15, the online store that is described in 
Henson provides the user with several options of the default systems based on the 
selected business segment and perfomnance level from the user 
(http://web.archive.org/web/2000061 81 94040/www.dell.com/us/en/dhs/offers/offer 3x o 
ffer02.htm) . 

In regards to claims 7 and 16, Henson discloses that the online store improves 
on the quality of buying online by optimizing on the responsiveness of customer 
requests, such as availability and speed (Column 16 Lines 58 - 61). 

In regards to claims 8 and 17, Henson discloses the concept of lead-time on the 
online store. Warnings are presented to the customer in the case that there is a long 
lead-time. It is well known in the art that lead-time is closely associated with the amount 
of stock that is available for a particular item 
(http://www.xreferplus.com/entrv.isp?xrefid=1 41401 3&secid=.-&hh=1 
http://www.xreferplus.com/entrv.isp?xrefid=1412740) and that a long lead-time signifies 
that there is a low amount of a particular item in stock. 
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In regards to claims 9 and 18, Henson discloses that the online store will allow a 
customer to pick and choose which components the customer would want to improve on 
the base system that was provided (Column 6 Lines 18-21). 

In regards to claim 10, Henson discloses configuration system that allows a user 
to select the type of business that the computer will be used for, i.e. home/personal use 
(Column 1 1 Lines 63 - 67) or a business user (Column 13 Lines 6 - 17, 29 - 33). 
Moreover, Henson discloses that the user has the option of selecting several types of 
configuration options, such as the desired performance level of the desired system 
(Figures 3, 4, and 5) and is presented with merchandising recommendations, such as 
generic text about a particular product, feature, and/or option (Column 7 Lines 22 - 29). 
Furthermore, before the user is presented with the configuration menu the online store 
that Dell offers provides the user with information of the system and the several default 
configurations of the chosen system based on the business segment provided by the 
consumer 

(http://web.archive.orq/web/2000051 1 045940/www.dell.com/us/en/dhs/products/line de 
sktoDs.htm 

http://web.archive.orq/web/20000511074752/www.dell.com/us/en/dhs/products/series d 
imen desktops.htm 

http://web.archive.orq/web/2000061 81 94040/www.dell.com/us/en/dhs/offers/offer 3x of 
fer02.htm) . However, Henson does not teach a dynamic system in which the 
information regarding the business segment and performance level is used to present 
the user with a default system. However, Lynch-Freshner does teach a server that 
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accepts parameters from a client and produces a window in accordance with the 
parameters with the use of a program, such as C++, that is executed by a computer 
(Column 4 Lines 60 - 66, Column 8 Lines 1 - 8). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of the invention in view of the 
teaching of Lynch-Fresh ner to modify Henson to include a dynamic system of receiving 
parameters, such as a business segment and performance level, from a user and 
producing a window in accordance with the parameters, such as a default system based 
on the selected business segment and performance level. 

In regards to claim 19, Lynch-Freshner discloses a computer (Figure 3) 
programmed with C++ for the use of object-oriented programming techniques (Column 
6 Lines 58 - 64). This, in turn, will allow the computer to accept parameters to create 
window objects in accordance with the parameters that were given (Column 4 Lines 65 
- 66). Moreover, "If the particular parameters are not present the window is displayed 
using a default layering scheme, and the window takes on parameters associated with 
the already displayed windows (Column 5 Lines 9 - 12)." 

Response to Arguments 

21. Applicant's arguments filed June 9, 2006 have been fully considered but they are 
not persuasive. 

22. In regards to applicant's argument found on page 8 paragraph 3 to page 9 last 
paragraph the examiner maintains the rejection. As previously discussed the applicant 
has not properly disclosed the process required to provide a default system that 
adequately reflects what the consumer needs. The applicant argues (page 9 last 
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paragraph) that all must be done is to multiply the variables together and a default 
system is offered. As discussed above, this process is flawed in that the same score 
would be provided, but with different default offers. 

23. In regards to applicant's argument found on page 10 paragraph 2 the examiner 
maintains the rejection. As previously discussed the values given to these variables are 
subjective in that they will differ based on the individual who is inputting what these 
values should be. Moreover, as previously discussed, the values of these variables 
would further be subjective based on the business's need. As was discussed 
individuals would disagree as to what components would be best for a given business's 
practice. 

24. In regards to applicant's argument found on page 10 regarding the 103 rejection 
to page 12 the examiner maintains the rejections. The applicant argues that the only 
mention of a business segment is during the checkout process. However, it is inherent 
that the business segment must be chosen at the beginning of the process in order to 
fully customize the system. As it can be seen through the links (claim 1) and NPL's 
provided to the applicant Dell provides the consumer with a welcome screen with 
different business segments. Moreover, it is old and well known that the checkout 
process need not coincide with the initial inputs made by the consumer. That is, the 
consumer may buy a computer for home use but may be paid for through a company. 

Furthermore, Lynch-Freshner remedies the defects of Henson by providing a 
system in which parameters are used to produce an output based on the inputted 
parameters. Lynch-Freshner discloses, as previously discussed, that the window server 
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creates window objects in accordance with the parameters. Henson teaches that only 
business parameters are used in order to provide an output. However, Lynch-Freshner 
teaches that multiple parameters can be used to provide a desired output. Both, in 
combination, teach the usage of a user inputting multiple parameters in order to 
produce some type of output that is in accordance with the inputted parameters. It 
would have been obvious to modify Henson with the teachings of Lynch-Freshner in 
that more than one parameter can be used in order to produce a more specific output, 
computer system. The fact that these parameters must be a business segment or 
performance level is irrelevant since they are both parameters that carry out the same 
function when Henson and Lynch-Freshner are used in combination. 

25. In regards to dependant claims 2-9 and 1 1 - 18, the examiner's rejection is 
maintained as a result of the rejections made upon claims 1,10, and 19. 

Conclusion 

26. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1. Bealkowski et al. (US Patent 5,193,174) - Bealkowski discloses an apparatus 
and method for configuring a personal computer system for operation with a 
plurality of operational system consoles. 

2. Anderson et al. (US Patent 5,903,905) - Anderson discloses a method for 
simultaneously constructing and displaying a dynamic preview display of a 
document. 
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3. Herz et al. (Publication Number US 2001/0014868 A1) - Herz teaches a 
system for customizing prices and promotions tailored to shoppers or types of 
shoppers. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerardo Araque Jr. whose telephone number is 
(571)272-3747. The examiner can normally be reached on Monday - Friday 8:30AM - 
5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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